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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 recites, "sending to a television associated with the subscriber," which is 
unclear in that claims does not indicate what is being sent to the television. In order to 
remain consistent with other claims, "sending to a television associated with the 
subscriber," will be interpreted as "sending the channel selection to a television 
associated with the subscriber" for the rest of this Office Action. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-4 and 7-10 are rejected under 35 U.S.C. 102(e) as being anticipated by 



U.S. Patent 5,231,494 to Wachob (Wachob '591). 
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Regarding claim 1 , Wachob '494 teaches associating a first video program with a 
first channel (see figure 2, label 40 - RF Modulator A, col. 5, II. 43-55), and a second 
program with a second channel (see figure 2, label 42 - RF Modulator B, col. 5, II. 43- 
55), Wachob '494 teaches receiving from a subscriber input device (l/R remote control - 
74) a channel selection (col. 6, II. 9-18), which in turn sends the channel selection to a 
television associated with the subscriber (col. 6, II. 18-23). 

Regarding claim 2, Wachob '494 teaches receiving from a subscriber input 
device (l/R remote control - 7) a channel selection for display on a television (col. 6, II. 
9-23), and associating plural video programs with a plurality of channels (col. 5, II. 43- 
55), and sending at least one of the video programs without regard to the channel 
selection in that Wachob '494 teaches selecting the commercial (claimed at least one of 
the video programs) without regard to channel selection (col. 5-6, II. 56-6). 

Regarding claim 3, Wachob '494 teaches that the video program comprises 
advertisements that are demographically targeted to the subscribers based on a profile 
associated with the subscriber (col. 5-6, II. 56-6). 

Regarding claim 4, Wachob '494 teaches receiving at a set top terminal a 
television signal (see tuner/demodulator -fig. 2, label 62, col. 6, II. 7-9), wherein the 
demultiplexer and decompressor (fig. 2, label 66) extracts individual television programs 
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from the signal (col. 5-6, II. 67-3, col. 6, II. 13-23). Wachob '494 teaches associating the 
programs with channels available for selection by a subscriber using a user input device 
(remote control - col. 6, II. 9-18), wherein the programs are displayed on a television 
associated with the subscriber (col. 6, II. 18-23). Further, Wachob '494 teaches 
receiving user information associated with the subscriber and storing the information in 
memory (fig. 2, label 72, col. 5, II. 58-61), associating a commercial message (claimed 
advertisement) with the user profile and associating the advertisement with a channel 
(col. 5-6, II. 67-6), and displaying on a television the program associated with the 
channel selected by the subscriber and displaying on the television during a break in the 
selected program, the advertisement, wherein the advertisement is associated with a 
different logical channel than the selected program (col. 5-6, II. 58-23). Further, 
Wachob '494 teaches switching the commercial which reads on switching the television 
to the channel associated with the advertisement in that the receiver is switching logical 
channels with the demultiplexer (col. 5-6, II. 58-23), Wachob '494 teaches sending the 
advertisement to the television (col. 6, II. 18-23), and returning to the channel 
associated with the selected program after sending the advertisement (col. 2, II. 33-35). 

Regarding claim 7, Wachob '494 teaches receiving the television signal 
comprising receiving a television signal sent to a plurality of subscribers having different 
user profiles (col. 5, II. 10-14, col. 5-6, II. 56-7) and the step of displaying the 
advertisement comprises displaying for each of the subscribers the advertisements 
associated with the subscriber's user profile (col. 5-6, II. 56-7), whereby different 
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subscribers watching the same program on the same channel may view different 
advertisements based on their user profiles (col. 5-6, II. 56-7). 

Regarding claim 8, Wachob '494 teaches a tuner for a means for receiving a 
television signal (see tuner/demodulator - fig. 2, label 62, col. 6, II. 7-9), a 
demultiplexer/decompressor as a means for extracting individual programs from the 
signal (fig. 2, label 66, col. 5-6, II. 67-3, col. 6, II. 13-23), an l/R receiver as a means for 
receiving program channel selections from a user input device (remote control - col. 6, 
II. 9-18), microcontroller along with the demultiplexer/decompressor as a means for 
sending a program associated with the selection to a television, the program being 
associated with a first logical channel (col. 5-6, II. 56-6), and a modulator as a means for 
sending to the television a commercial associated with a second logical channel (col. 6, 
II. 18-23). 

Regarding claim 9, Wachob '494 teaches a demultiplexer/decompressor as a 
means for switching from the first channel to the second channel before the commercial 
is displayed on the television, and as a means for returning the television to the program 
after the commercial is displayed (col. 5-6, II. 56-23, col. 2, II. 33-35). 

Regarding claim 10, Wachob '494 teaches switching channels without any direct 
input on which advertisement should be displayed (col. 5-6, II. 56-6), accordingly, 
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Wachob '494 teaches switching and returning without indicating to a subscriber that the 
television has changed channels. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent 5,231,494 to Wachob (Wachob '591) in view of U.S. Patent 5,155,591 to 
Wachob (Wachob '591). 

Regarding claim 5, Wachob '494 teaches collecting demographic information 
such as sex and age group, but is silent on viewing habits of a user. In analogous art, 
Wachob '591 teaches collecting viewing habits, such as channels/programs viewed, 
pay-per-view purchases (col. 8, II. 17-33). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify Wachob '494 by 
using viewing habits of a user as taught by Wachob '591 in order to more effectively 
target different demographically defined audiences. 

Regarding claim 6, Wachob '494 teaches associating advertisements with the 
user profile, but is silent on using a network controller to target the advertisements to 
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the subscriber based on the demographic information. Wachob '591 teaches collecting 
viewing habits, such as channels/programs viewed, pay-per-view purchases (col. 8, II. 
17-33) and sending the data to a headend (col. 8, II. 46-67) thereby enabling the system 
to target different demographics (col. 9, II. 4-10). Therefore, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to modify Wachob 
'494 by using a network controller to target the advertisements to the subscriber based 
on the demographic information as taught by Wachob '591 in order to more effectively 
target different demographically defined audiences. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew Y. Koenig whose telephone number is (571) 
272-7296. The examiner can normally be reached on M-Fr (8:30 - 5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller can be reached on (571)272-7353. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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